United States Patent and Trademark Ofhce 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark OtBce 

Address: COMMISSIONER FOR PATENTS 



APPLICATION NO. 



FILING DATE 



FIRST X_AMED IXA-'ENTOR 



ATTORNEY DOCKET NO. CONFIRMATION NO. 



10/060,020 



01/29/2002 



23483 7590 07/16/2008 

wilmerhale/boston 
60 state street 
boston, ma 02109 



Terence Edward Sumner 



HO, DUC CHI 



PAPER NUMBER 



NOTIFICATION DATE | DELIVERY MODE 
07/16/2008 ELECTRONIC 



Please find below and/or attached an Office communication concerning this application or proceeding. 

The time period for reply, if any, is set in the attached communication. 

Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the 
following e-mail address(es): 

michael.mathewsonC"' wilincrlialc.com 
teresa.carvalho@wihncrhalc.coiii 
sharon.matthews @ wilmerhale.com 



PTOL-90A (Rev. 04/07) 



KJttiVrXi nvrliyjts OUff Iff fcff Jr 


Application No. 

10/060,020 


Applicant(s) 

SUMNER ET AL. 


Examiner 

Due C. Ho 


Art Unit 

2619 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address — 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
eamed patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )^ Responsive to communication(s) filed on 10 April 2008 . 
2a )□ This action is FINAL. 2b)|3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1.5.7-16 and 19-21 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) IEI Claim(s) 1. 5. 7-16. 19-21 is/are rejected. 
/)□ Claim(s) is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10) 0 The drawing(s) filed on is/are: a)^ accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) 0 The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) 0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)n All b)n Some * c)^ None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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2) □ Notice of Draftspereon's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. 

3) □ Information Disclosure Statement(s) (PTO/SB/08) 5) □ Notice of Informal Patent Application 

Paper No(s)/Mail Date . 6) □ Other: . 
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Claim Rejections - 35 USC § 101 
35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, 
or any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

1 . Claim 20 is rejected under 35 U.S.C. 101 because the claimed invention is directed to 
non-statutory subject matter. 

Regarding claim 20, the claimed subject matter "Computer software, residing on a 
computer-readable storage medium. . ." is directed toward a software program per se. Since a 
computer program is merely a set of instructions capable of being executed by a computer, 
the computer program itself is not a process. In contest, a claimed computer-readable 
medium encoded with a data structure defines structural and fimctional interrelationships 
between the data structure and the computer software and hardware components which 
permit the data structure's fiinctionality to be realized, and is thus statutory. 



Applicant is suggested to follow the suggested formats below to avoid a rejection under 
35 U.S.C. 101: 

Examples of acceptable language in computer-processing related claims: 

I. "computer readable medium" encoded with 

[a] "a computer program" 

[b] "software" 

[c] "computer executable instructions" 

[d] "instructions capable of being executed by a computer" 

II. "a computer readable medium" "computer program" 

[a] storing a 

[b] embodied with a 
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[c] encoded with a 

[d] having a stored 

[e] having an encoded 

Claim Rejections - 35 USC § 112 

The following is a quotation of the second paragraph of 35 U.S. C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

2. Claims 1,5,7, and 20 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 1 is indefinite. The claim's preamble defines a method claim. However, the body 
of the claim appears to claim a wireless device. In other words, claim 1 simultaneously claims 
both statutory classes. The same reasoning applies to claim 5. 

Claims 1 are rejected under 35 U.S.C. 1 12, second paragraph, as being incomplete for 
omitting essential steps, such omission amounting to a gap between the steps. See MPEP 
§ 2172.01 . The omitted steps are: The WWAN control point or WAN provider supplies a list of 
WLANs to the pagerAVLAN card of the wireless device. The same reasoning applies to claims 
5, 7, and 20. 

Claim 15 is rejected under 35 U.S.C. 112, second paragraph, as being incomplete for 
omitting essential elements, such omission amounting to a gap between the elements. See MPEP 
§ 2172.01. The omitted elements are: The WWAN control point or WAN provider supplies a list 
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of WLANs to the pager/WLAN card of the wireless device. The same reasoning applies to claim 
19. 

Allowable subject matter 

3. Claims 5 and 19 would be allowable if rewritten or amended to overcome the rejection(s) 
under 35 U.S.C. 1 12, 2nd paragraph, set forth in this Office action. 

4. Claims 21 and 8-14 would be allowable if claims 1, 7 and 15 rewritten or amended to 
overcome the rejection(s) under 35 U.S.C. 1 12, 2nd paragraph, set forth in this Office action. 

5. Claim 20 would be allowable if rewritten or amended to overcome the rejection(s) under 
35 U.S.C. 1 12, 2nd paragraph, and under 35 U.S.C.lOl, set forth in this Office action. 

Conclusion 

6. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Due Ho whose telephone number is (571) 272-3147. The 
examiner can normally be reached on Monday through Thursday from 7:30 am to 6:00 pm. 

If attempt to reach the examiner by telephone are unsuccessfiil, the examiner's 
supervisor, Jay Patel, can be reached on (571) 272-2988. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the Group receptionist whose telephone number is (571) 272-2600. 

The fax phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. 
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7. Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 

system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

Patent Examiner 
/Due C Ho/ 

Primary Examiner, Art Unit 2619 
7-11-08 



